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REMARKS 

Claims 28-39 and 48-55 are pending. 
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of the following remarks is requested. 

I. The Rejection of Claims 28-39 and 48-55 under 35 U.S.C. 112, Enablment 

Claims 28-39 and 48-55 are rejected under 35 U.S.C. 112, first pa ragraph , as aIIegedly 
lacing enablement. The Office action states that the specification allegedly does not pro^de 
enabtement for catalysts other than the exempted catalysts (enzymes and nbozymes) The 
Off^ acbon -states, for example, thai the specification provides no guidance with respect to 
metalhc, organometallic and inorganic catalyst. The Office action also states that it appears that 
■n every example, an additional enzyme is required to regenerate the substrate, and that the 
specfication does not provide guidance with respect to other methods for regenerating substrate 
This rejection is respectfully traversed. 

Applicants respectfully submit that the scope of the protection sought by the claims is 
commensurate with the scope of the enablement provided by the spectfication as the 
spec****, enables an artisan also to practice the claimed invention for catalysts other than 
protein/peptde catalysts (e.g.. enzymes) and nucteic add catalyst (e.g.. rlbozymes). Foremost 
as discussed a. me Interview, the specification does provide an example for small synthesized' 
catalysts. ,n particular. Example 5 (Figure 10, of the specification was specified provided to 
Show the a P p,icab«y Of the cteimed invention in the fleld of syn*e«c combinatorial ohemlstry 
Almough the catalys, itoelf te . ^ ^ ^ ^ J* 

synthetic) ,s not a barter to carrying out the claimed Invention. 

in addition to thl, specific example, the guidance and examples provided for protein and 
nucte* ac* catalysts are afco suffttentiy , nslruc ^ an d applicable such that a swjTlL 
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by substrate reloading, as claimed. Indeed, erratic catalysts, which have a very fast 
turnover rate compared to other catalysts and a relatively compl x three-dimensional structure 
can be considered to be as complex as or even more complex than other catalysts. That is a 
non-enzymatic or non-nucleic acid catalysts (such as. chemical catalysts) are certainly are not 
per S6 more difficult to employ in the claimed invention than a protein or nucleic acid catalysts 
and the embodiments illustrative of the protein and nucleic acid catalysts are sufficiently 
representative of the claimed invention. 

Furthermore, although there would be some specific considerations which are relevant 
to the type of catalyst employed in the claimed invention (e.g., selecting an appropriate 
substrate and connecting the catalyst and substrate), any such specific considerations would be 
well within the ability of the highly skilled artisan applicable to this art and would entail only 
routine experimentation. In this regard, it should be noted that enablement is not precluded by 
the necessity for routine experimentation. See in-n Wane's, 8 USPQ2d 1400 1404 (Fed Cir 
1988). 

Accordingly, Applicants respectfully submit that the specification is enabled for catalysts 
other than protein and nucleic acid catalysts. 

Applicants also respectfully submit that another enzyme is not required to regenerate 
the substrate. In particular, the Office action states that an additional enzyme appears to be 
required to regenerate the substrate, and that the specification does not provide guidance with 
respect to other means for converting product to substrate. Applicants respectfully submit that 
although in some cases it would clearly be preferred to use another enzyme to regenerate a 
substrate, an artisan can use non-enzymatic reagents to regenerate the substrate, including for 
example, pH conditions, temperature, chemicals, and spontaneous isomerization. For example 
the spedfication discloses (at page 20) the use of non-enzymatic reagents including -hudeophfe- 
and "l-SKiirnemytaminopropyl^-ethylcarbcxJiimide hydrochloride (EDC) and alcohol" for studying 
the desired reaction of "ester hydrolysis." Regeneration of the substrate without an enzyme by 
spontaneous isomerization is also illustrated in Figure 3. which is described in the spedfication on 
pages 21-24. and in particular, Figure 3D. in which the regeneration of substrate (i.e., converting 
product to substrate) is energetically favored. 

Accordingly. Applicants submit that the claims overcome this rejection under 35 U S C 
1 12. Applicants respectfully request reconsideration and withdrawal of the rejection. 
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"" Obviousness-Type Double Patenting 

Claims 28-39 and 48-55 are provisionally rejected over claims 29-38 fi f ™ H - 

III. Conclusion 

In v*w of ft. above, it is rcspecBullv submitted fta, all claims a* h oondition for 

Respectfully submitted, 

Date: May 20, 2003 




Garbell, Reg. No. 44, 1 16 
fovozymes North America, Inc. 
500 Fifth Avenue, Suite 1600 
New York, NY 10110 
(212) 840-0097 



39Vd 



-7- 



VN S3WA20nON 



T2200t>8212 10:01 £002/02/90 



